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Brexit – The Key Issues Affecting IP Rights
A review of IP developments in 2016,
and looking ahead to 2017, must start
with the referendum decision that the
UK should leave the European Union.
A significant proportion of IP law and
practice applying in the UK derives from
the EU, either from EU Regulations (which
are directly applicable in the UK) or via
implementation of EU Directives. There
are also various international agreements
governing IP protection and enforcement.
Until the UK leaves the EU, it is ‘business as usual’ for IP
protection but there are some steps that businesses should
consider now in order to protect their position post-Brexit. The
impact on IP rights post-Brexit will depend upon the model
for the UK’s future relationship with the EU, i.e., whether there
is a ‘hard’ or ‘soft’ Brexit. Most (but not all) IP laws have ‘EEA
relevance’ and apply to EEA Member States (some have been
incorporated into the EEA Agreement, but not all of them).
Accordingly, if the UK does decide to join the EEA, it will be
obliged to implement or maintain those laws as appropriate.
Whilst it is apparently the case that all existing EU laws will be
preserved in the UK on exit through the ‘Great Repeal Bill’ and that,
over time, these laws will be reviewed, it is not yet clear how this
will work in relation to IP rights, particularly in relation to unitary
EU-wide rights which must be recognised by the EU in order to
have effect.
If, due to the exit model that is agreed, the UK is not required to
implement or maintain EU IP laws, it is possible that existing UK IP
law based on EU laws could be reviewed, amended or repealed
over time. However, whilst this may present opportunities for
improvements to UK IP law, it seems likely that most IP laws derived
from EU harmonisation will be retained (for example, because of
the need to avoid imposing divergent regulation on business across
Europe, and due to obligations in international agreements).
Currently, the UK courts refer questions of interpretation of EU
IP law to the European Court of Justice (CJEU). If the UK joins
the EEA, such questions may be referred to the EFTA Court
(decisions of the CJEU will influence the EFTA Court’s decisions).
Otherwise, we can expect that, over time, our Courts may begin
to take a different approach to the CJEU on significant issues of
interpretation of IP law.

Unitary EU rights: EUTMs, Registered Community Designs
(RCDs), Unregistered Community Designs (UCDs)
Many businesses take advantage of the cost-effective EU-wide
regime for trade marks and designs protection. These unitary
EU-wide rights can be enforced in a single action and may lead to
pan-EU relief in the form of an injunction (and/or damages) across
the EU.
Once the UK leaves the EU, barring an agreement being reached
with the EU, EU trade marks and designs will no longer extend to
the UK. Accordingly, from the date of exit, it will be necessary for
businesses to apply for both UK and EU protection, increasing the
costs of maintaining IP protection across Europe.
The position of existing EU trade marks and designs is particularly
important. We anticipate that there will be a process to
preserve those rights in the UK, with a number of models under
consideration, which include re-registering or converting the
UK-part of those EU rights into UK registrations. However, these
may involve costs for the owners of those rights and there are
potential legal uncertainties (for example, in cases where an EUTM
has not been used in the UK, or has only been used in the UK and
not elsewhere in the EU). We will monitor this issue and publish
further information when it is available as to how these rights will
be preserved in the UK post-Brexit and what steps, if any, may need
to be taken.
A number of industries rely heavily on unregistered designs to
protect their designs (e.g., the fashion and furniture industries)
and UCD is a particularly valuable right. The UK has its own
unregistered design right regime, but the scope of protection it
provides is narrower (e.g., it does not extend to surface decoration).
Post-Brexit, the UCD will no longer extend to the UK, although
UK based designers will still be able to rely on UCD protection in
the EU, provided their designs are first disclosed in the EU. Again,
subject to any agreement for reciprocal protection, there is a
potential gap in protection for certain designs, which may need to
be met with a registration (as UK unregistered design right may not
provide adequate protection).

Harmonised EU IP Laws: Trade marks, designs, database rights,
copyright, trade secrets
As noted above, much of IP law is harmonised throughout the EU
and the impact of Brexit on these laws will depend upon the exit
model that is negotiated. Particular issues in respect of such laws
include:
—— Trade Marks: the UK is required to implement the new Trade
Marks Directive by January 2019, i.e., before the likely date for
any Brexit. We understand that the UK intends to progress
plans to implement the Directive.
—— Parallel imports: currently, trade mark rights are exhausted
when goods are put on the market in the EEA by the rights
owner or with their consent. It is presently not known what
approach the UK may take to the question of parallel imports
post-Brexit. For example, it is possible that there will be
purely national exhaustion (i.e., rights will only be exhausted
when goods are put on the market in the UK) or international
exhaustion.
—— Copyright: A current major project within the EU is the Digital
Single Market, with a raft of proposals under consideration, in
the form of a number of Regulations and Directives. These
proposals extend beyond IP rights to issues such as e-Privacy,
data protection, geo-blocking, VAT for online sales, contracts
for digital content and cross-border online sales. Even if the UK
does not join the EEA, businesses trading online throughout
Europe are unlikely to want to be subject to different regulatory
regimes (subject to any opportunities identified by the UK).
—— Database right: The database right is an EU creation and is
of particular interest in a number of industries that produce,
collate or use data (e.g., sports data). If the UK joins the EEA,
there will be no change in the protection of database right.
However, otherwise, the UK Regulations relating to database
right may be subject to review (as part of the Great Repeal Bill
process). EU database right legislation is complex and has been
the subject of a number of cases before the CJEU. It is likely
that UK businesses that invest in databases will lobby for there
to be reciprocal protection between the UK and the EU.
—— Trade secrets: The Trade Secrets Directive must be
implemented by July 2018. It is possible that the UK will
decide that its laws are compliant with the Directive and that,
accordingly, there is no need to implement legislation.

Short term steps
If you are currently considering applying for an EU Trade Mark
or Design, and the UK is a relevant territory, you may wish to
consider whether it is worth also applying for a UK registration,
due to the potential risk of a gap in protection. Further, if your
business currently relies heavily on Unregistered Community Design
protection, you may also want to consider whether there are
advantages in obtaining registered design protection, including UK
registrations.
It would also be prudent to review existing agreements (such as
licences and co-existence agreements) that refer to EU IP rights
or to the EU as a territory. Generally, contractual audits should be
conducted to consider key commercial terms (term, price, obligations
for e.g., tariffs, impact of change of law, termination etc), as well as
‘boilerplate’ provisions such as jurisdiction clauses.
Read more.

Looking Ahead to 2017
Digital Single Market: Increased EU impetus
Throughout 2016, the European Commission made a series of
announcements as part of its wide-ranging and ambitious Digital
Single Market (DSM) agenda.
The DSM is a major EU project with myriad strands: over the
last 2 years, we have seen a raft of proposals emanating from
the Commission focussed on improving access to digital goods
and services, supporting digital networks and services, and using
digitisation as a driver for growth. The EU Parliament has recently
identified the DSM project as one of the 5 key legislative proposals
for consideration in 2017 (alongside migration, tax evasion,
terrorism, and energy and climate change).
In September, the Commission published its proposals to modernise
EU copyright law. Whilst it has not proposed (yet) an EU-wide
copyright title, its proposals are far-reaching and will likely be subject
to significant ongoing debate as they make their way through the
EU legislative process.
Key proposals include:
—— A new 20 year related right for press publishers which will allow
them to seek licences for the reproduction and making available
online of their press publications;
—— A provision requiring online service providers that store and
give access to ‘large’ amounts of user uploaded content to put in
place agreements with rights holders remunerating them for the
online exploitation of their content, or to prevent availability of
those works on their platforms;
—— A new ‘transparency obligation’ requiring publishers and
producers to provide authors and performers with information
and a mechanism to ‘rebalance’ authors’ and performers’
contracts where the contractual payment is dwarfed by the
actual revenues from a copyright work;
—— New mandatory copyright exceptions applying to digital and
cross-border environments; and
—— Measures aimed at improving online access to content, and
across borders.

Other proposals within the DSM project include;
—— Ending geo-blocking when buying products and services online
(subject to certain carve-outs);
—— New VAT rules to support e-commerce and online businesses
in the EU; and
—— Modernising e-privacy rules.
We also expect from the Commission in 2017 proposals to reform
the IP Enforcement Directive.
There are inherent difficulties in devising a regime that can meet
what are often conflicting interests. It is not surprising therefore
that the copyright proposals in particular have already proved to
be controversial. We can expect them, and the other proposals,
to be subject to intense examination (and compromises) as they
make their way through the EU legislative process. Once in force,
Member States will only have a short period of time to implement
the provisions.
Modernising EU copyright law is not an easy task and it remains
to be seen whether the Commission will be successful in its aims
of creating an environment which is ‘stimulating, fair and rewards
investment’, and which is fit for the digital age.
Read more

EU Trade Mark Reform: Further changes in force from October
2017
In March 2016, a package of reforms relating to the EU Trade Mark
regime came into force. Highlights of the reform package included:
—— Reduced fees for EUTM applications and renewals, as part of a
move from a ‘three for the price of one’ class system to a ‘oneclass-per-fee’ system.
—— A move to a literal interpretation of specifications of marks with
class headings (a ‘means-what-it-says’ approach.
—— Removal of the ‘own name’ defence to EUTM infringement for
corporate or trading names.
—— A new intervening rights defence.
—— Provisions to deal with counterfeit goods in transit through the
EU.
Further changes to the EUTM regime come into effect from
1 October 2017. In particular:
—— The requirement that a trade mark be a sign which is capable
of being graphically represented will go. This will pave the way
for more non-traditional marks, such as movement marks, to
be registered. However, it will still be necessary for a mark to
be represented in a manner which allows the clear and precise
subject matter of the protection afforded to be determined.
—— EU Certification marks will be available – through such marks,
a certifying institution or organisation can allow adherents to
a certification system to use the mark as a sign for goods or
services complying with the certification requirements.
In the meantime, Member States have until January 2019 to
implement the new Trade Marks Directive into their national laws –
the UKIPO has indicated that the Government intends to do so.
UK groundless threats regime: Evolutionary reform
In October 2015, the Law Commission published a draft Bill
proposing evolutionary reform to the regime for unjustified threats
of infringement proceedings (a more revolutionary reform proposal,
based on a new tort of false allegations, did receive some support,
and has not been ruled out for consideration in the future).
In the UK, a recipient of a threat of infringement proceedings
relating to patents, trade marks and designs (including unregistered
designs), or a person aggrieved by such a threat, may bring
proceedings against the maker of the threat seeking a declaration
that the threat was unjustifiable, together with relief in the form of
an injunction and damages. The maker of the threat can defend
the action on the basis that the threats were justified, i.e., the
relevant right was infringed (and counterclaim for infringement).
The draft Bill, which is currently making its way through Parliament,
contains a number of useful provisions for rights holders seeking to
enforce their IP rights in the UK, including:
—— Allowing trade mark and design owners to challenge primary
actors about their primary and secondary acts of infringement
(bringing those rights into line with patents);
—— Providing guidance as to ‘safe harbour’ permitted
communications with secondary infringers; and
—— Removing liability for professional advisers, where they act on
their client’s instructions in making the communication and
identify the person instructing them.
The package of reforms should deal with the problems in the
current regime, including inconsistency between different rights
(with the opportunities this presents for tactical correspondence),
and the lack of certainty over what may constitute a threat, all of
which has led to a ‘sue now, talk later’ culture of IP enforcement.

Other developments to look out for in 2017:
—— The Digital Economy Bill, which is also currently making its way
through Parliament, contains a number of IP-related provisions.
In particular, despite considerable opposition during the
consultation stage, the Bill proposes an increase in the maximum
criminal penalties for online copyright infringement from two
years to ten years (bringing it in line with offline infringement).
—— The Digital Economy Bill also provides for web marking of
registered design rights along the lines of the system already in
place for patents. This will allow owners of registered designs
to give notice of their rights by marking their products with
a website address at which the details of the registration
are published, thereby providing constructive notice of their
registration and saving costs.
—— The Government has confirmed that the UK will ratify the
Hague Agreement on Industrial Designs and it appears this
may take place in 2017. UK businesses currently have access
to the international Hague registration system through our
membership of the EU. Once ratified, international applications
through the Hague system will be able to designate the UK.

Reviewing 2016
January 2016
KitKat: Nestlé’s shape difficulties continue
There were few breaks for Nestlé in 2016 in its long-running
battle with Cadbury over trade mark protection for the 3D shape
of the four fingered KitKat. In January, the High Court rejected
Nestlé’s UK trade mark, following a referral to the CJEU on the
correct approach to the question of whether a mark has acquired
distinctiveness. Analysing the CJEU’s somewhat opaque decision,
Arnold J said that, to establish acquired distinctiveness, it must be
shown that a significant proportion of the relevant class of persons
perceive the goods as originating from Nestlé because of the sign in
question (as opposed to any other sign that may also be present).
Further, he said, it is legitimate to consider whether the relevant
class of persons would rely upon the sign as denoting the origin of
the goods if it were used on its own.
On this basis, whilst a substantial proportion of consumers did
recognise the shape and associate it with goods made by Nestlé, he
decided that consumers did not rely upon the shape to identify the
origin of the goods. For many years, for example, the shape had not
featured in the advertising of the product or on its packaging. The
Court of Appeal will hear Nestlé’s appeal in February 2017.
Meanwhile, in December 2016, the General Court issued its
decision on Nestlé’s EU trade mark for the four-fingered shape,
which had also been challenged by Cadbury. The General Court’s
decision is notable for setting a high threshold for trade mark
owners looking to demonstrate acquired distinctiveness of their
shape marks.
As a shape mark, Nestlé had to demonstrate acquired
distinctiveness throughout all relevant Member States of the
EU (at the relevant date in 2002, this equated to 15 Member
States). Whilst Nestlé’s evidence proved acquired distinctiveness
in 10 Member States (Denmark, Germany, Spain, France, Italy, the
Netherlands, Austria, Finland, Sweden and the UK), the General
Court said it was not sufficient to show that a significant proportion
of the relevant public throughout the EU, merging all the Member
States and regions, perceived the mark as an indication of the
commercial origin. The EUIPO Board of Appeal had thought it
unnecessary for Nestlé to show acquired distinctiveness in ‘every
nook and cranny’, but the General Court sent the case back for
the EUIPO to consider the perception of the mark by the relevant
public across all 15 relevant Member States.
Black cab trade mark claim driven out of court
Shape marks generally faced a difficult ride in 2016. In The London
Taxi Company v Frazer-Nash, the Court decided that trade mark
registrations for the shape of London taxi cabs were invalid as
they lacked both inherent and acquired distinctive character. On
the question of acquired distinctiveness, Arnold J had an early
opportunity to apply his approach in KitKat, deciding that it had
not been proven that, at the relevant date, a significant proportion
of the relevant public perceived the taxis as originating from a
particular undertaking because of the sign in question (rather than
any other trade mark).

The Court also decided that the marks for the shape of the
taxis were invalid as they consisted exclusively of shapes which
add ‘substantial value’ to the goods. The policy behind the shape
objections – that such shapes are better protected by a registered
design – applied in full force.
The decision is also interesting for Arnold J’s discussion of the attack
against the EU trade mark on the grounds of non-use: in particular,
the question of whether there had to be use in more than one
Member State for there to be genuine use in the Community.
Whilst not disapproving of the Sofaworks decision in the Intellectual
Property Enterprise Court which suggested that there should be
use in more than one Member State, his view was that, instead of a
general rule, there should be a multi-factorial assessment, including
the geographical extent of the use.
Read more
February 2016
No laughing matter: Glee in the Court of Appeal
In February 2016, the Court of Appeal upheld the trial judge’s
decision that Twentieth Century Fox’s use in the UK of the title
‘glee’ for its hit TV show infringed two trade marks owned by the
operators of a chain of UK comedy clubs, called The Glee Club
(Comic Enterprises v Twentieth Century Fox).
The Court’s discussion of the concept of ‘wrong way round’
confusion is particularly interesting – i.e., evidence of consumers
who knew of the TV programme and, on subsequently seeing or
hearing of the Claimant’s comedy clubs, thought the Claimant had
some connection with the TV series. The Court confirmed that
Claimants in trade mark cases can rely upon this type of evidence
– there is no requirement that a consumer is familiar with the
registered trade mark first. The relevant question is whether there
is a likelihood of confusion in the light of the defendant’s activities.
However, the Court also agreed there was no passing off – there
was no misrepresentation causing significant numbers of consumers
to believe that the business behind the comedy clubs was the same
as the TV series.

March 2016
Case closed on Trunki’s Community Registered Design
In a decision that has had significant implications for the design
industry and design filing practice, the Supreme Court provided
clarification of the extent to which surface decoration should be
taken into account when considering registered design infringement,
specifically when the registered design has no decoration, but the
alleged infringement does.
The Defendant admitted that its Kiddee Case product was inspired
by the Claimant’s Trunki product. However, the Supreme Court
decided that the Claimant’s Registered Community Design (RCD)
was not infringed. The RCD was a CAD drawing, and the case
highlights that designers face significant challenges in how they
choose to represent their designs. In particular, the Supreme
Court indicated that line drawings were much more likely to be
interpreted as not excluding ornamentation. Further, as the CAD
drawing showed the design with two different shades for certain
aspects of the design (light colours for the main body of the
suitcase and dark colours for the wheels and handles), the Supreme
Court said that the natural inference was that the components in
dark colours were intended to be in a contrasting colour.
Following the decision, the UKIPO issued guidance to designers
confirming that line drawings are the preferred means for
representing shape alone, without any colour or tonal differences,
and without any visible surface features or decoration. The UKIPO
also confirmed that it was not possible to use both line drawings
and CAD drawings in the same application. It may therefore be
advisable to consider multiple applications.
Read more
July 2016
Website blocking orders against sites selling counterfeits
In Cartier v Sky, the Court of Appeal confirmed that website
blocking orders, previously used in relation to sites engaging in or
facilitating copyright infringements, can also be sought to block
access to websites selling counterfeit products on the basis of trade
mark infringement.

Extended copyright protection for industrially produced artistic
works
From 28 July 2016, the length of copyright protection for industrially
produced artistic works was extended to ‘life plus 70 years’ –
previously, such works had a more limited term of protection, 25
years from the end of the calendar year in which the work was first
marketed. Following the change in the law (which followed a series
of consultations and a judicial review application), various designs
which had fallen out of copyright will now benefit from resumed
protection. A ‘depletion period’ for running down certain existing
stocks came to an end on 28 January 2017.
This has had significant implications in a number of industries,
particularly the replica furniture industry. However, the central
question, of whether a particular functional design in fact qualifies
for copyright protection, remains problematic and open to future
interpretation by the courts.
Read more
Onus on landlords to stop sales of counterfeits
Whilst many rights owners understandably focus on the increasing
threat posed by online infringement, the traditional marketplace and
other offline environments remain a fertile ground for fakes. In
Tommy Hilfiger v Delta Center, the CJEU confirmed that a market
operator who sub-lets units to stall holders selling counterfeit
products is an ‘intermediary’ whose services are being used to
infringe an IP right. As a result, rights holders can seek an injunction
against them, requiring them to stop sales of counterfeits on their
premises.
The effect of the CJEU’s decision could extend to other retail
landlords, as well as intermediaries more generally. Landlords
should be ready to take prompt action, including possible lease
termination, if they learn that counterfeits are being sold on
their premises. The decision also reinforces the importance of
conducting due diligence into new tenants and including well
drafted termination provisions in leases.
Read more

Read more
In a later decision, the Court of Appeal considered whether the UK
practice of allowing a series of marks to be registered in a single
application is compatible with EU law, given there is no reference
to the practice in the Trade Marks Directive or the EU Trade Mark
Regulation. The UKIPO allows a series of up to six marks to be
registered, provided the marks resemble each other as to their
material particulars, and differ only as a result of non-distinctive
character which would not substantially affect the identity of the
trade mark. Series marks are not available at the EUIPO.
The marks relied upon by the comedy club were claimed to be a
series of two marks. The Court of Appeal rejected Fox’s argument
that a series registration was, in essence, a single mark consisting
of a number of signs and it was therefore invalid. However, series
marks have not yet been given the ‘green light’, as the Supreme
Court has granted Fox permission to appeal on this question (it is
possible that the Supreme Court may decide to make a reference
to the CJEU).
Read more

The Court recognised that the ISPs were not themselves guilty
of any wrongdoing as they had not infringed the trade marks, nor
engaged in a common design with the website operators. However,
the Court concluded that the target websites relied upon the
ISPs’ services to offer their counterfeit products for sale to UK
consumers, and the ISPs were inevitable and essential actors in
those infringing activities. Accordingly, whilst it is clear that ISPs do
not owe a duty of care to brand owners to ensure their services
are not used for infringing purposes, they do, according to the
Court, have a duty to take proportionate steps to assist a person
wronged when requested to do so.
Whilst it may seem a natural extension for the website blocking
jurisdiction to be extended to trade mark infringement, there is a
point of difference with the copyright cases, where the infringing
work is itself physically transmitted using the ISPs’ service. The
Court’s decision is also interesting for the discussion in relation to
the proportionality of website blocking orders, and who should
bear the costs of implementation. The Supreme Court has recently
given permission to appeal on the question of liability for the costs
of blocking injunctions.
Read more

August 2016
Risks for designers when selling ‘own name’ brands
In 2004, fashion designer Karen Millen sold the Karen Millen
business and, as part of the sale, agreed to restrictions on the use
of her name. In Karen Millen v Karen Millen Fashions Limited, Ms
Millen sought negative declarations from the Court that it would
not be an infringement for her to use KAREN on clothing and
KAREN MILLEN on other goods (e.g. homeware) in the US and
China. However, the Court said this would breach her agreement
not to use the name Karen Millen or anything confusingly similar
in relation to a competing business. In reaching its conclusion, the
Court looked at the expansion in the Karen Millen business since
2004, and also took into account that consumers are used to seeing
fashion brands develop into lifestyle and homeware brands.
The decision highlights a number of issues: aside from established
designers like Karen Millen considering a business sale, new
designers starting out on their business should consider whether it
might be preferable to use their own name or to choose something
unique and distinctive (which will assist if they wish to sell their
business in the future).
Read more

September 2016
Hyperlinks to unauthorised copyright works: CJEU decision
avoids ‘breaking the internet’
In September 2016, the CJEU issued an important decision in
GS Media v Sanoma providing further clarification on when
hyperlinking to a copyright work may be an actionable infringement
as a communication to the public. The case followed the CJEU’s
earlier decisions in Svensson (followed by Bestwater in relation to
framing) where it had decided that hyperlinking to a copyright
work freely available on the internet will not amount to copyright
infringement (unless the hyperlink circumvented restrictions such as
a paywall); whilst it was a communication, it was not directed to a
‘new public’ as the articles were freely available on the host website.
In GS Media v Sanoma, GS Media’s website GeenStijl (a news
website in the Netherlands) linked to a website which had
published unauthorised photographs of Dutch TV personality,
Britt Dekker, from Playboy magazine, and rejected requests from
Sanoma, the publisher, to remove the links. On referral from the
Dutch Supreme Court, the CJEU recognised the importance of
hyperlinking to the sound operation of the internet and freedom of
expression but its decision has potentially onerous implications for
commercial website operators:
—— In order to assess whether a hyperlink to unauthorised but
freely available content is an actionable communication to the
public, it is necessary to ascertain whether the person linking
to the content knew, or could reasonably be expected to know,
that the work was published illegally. Whilst there are likely to
be arguments over the boundaries of the requisite knowledge,
it is clear that the rights holder providing that knowledge in the
form of a notice and take down request will suffice. One clear
effect of the decision is likely to see an increase in such notices
being issued to hyperlinkers.
—— Where individual hyperlinks are posted for profit, there is a
rebuttable presumption that the person posting does so with
the requisite knowledge and that therefore the linking is an
actionable communication to the public. Again, it is not yet
clear what will be covered by circumstances where hyperlinks
are posted for profit - a broad interpretation would however
catch most, if not all, commercial websites. Website operators
will need to consider carefully what steps they take to verify the
content they link to and the extent to which it is authorised.
Free Wifi and liability for copyright infringement
Many businesses provide free WiFi to customers or visitors to their
premises. In McFadden v Sony, the CJEU ruled that providing access
to a WiFi network may have consequences in relation to acts of
copyright infringement carried out by users of the network. Whilst
providing access to a Wifi network did not lead to liability in the
form of damages, it could lead to an injunction to prevent further
infringements (and liability for costs in obtaining such injunctive
relief). The CJEU suggested that such an injunction could include a
requirement that the internet connection be password-protected,
and that users must confirm their identity to obtain the password.
Read more

October 2016
Annual Crime Report: Online infringements still a major issue
The UKIPO and the national IP Crime Group publish an annual
report looking at trends in, and actions taken against, intellectual
property crime. This year’s Report focuses on the threats brought
by advances in technology and the online marketplace. It highlights
how different law enforcement agencies, trade associations, industry
bodies and brand owners are working together, with the result that
the UK was recently recognised by the US Chamber of Commerce
as the highest ranked country for IP enforcement and a global
leader.
The breadth of issues discussed in the Report indicates the size of
the problem facing rights holders across a number of industries, and
the challenges for law enforcers.
Read more
UK Registered Design: Cheaper, and more relevant post-Brexit?
In October, the UKIPO announced significant fee reductions for
new UK design registrations and renewals of existing designs.
For example, the UKIPO’s fee to register 10 designs in the same
electronic application (those designs need not be related to each
other) is now £70, compared to £420 previously. When it comes
to renewing a design for 25 years of protection, the total fee for the
renewal stages is £410, instead of the previous fee of £1100.
The benefits of a UK registered design protection will be
particularly significant post-Brexit as, barring any agreement,
EU registered designs (Registered Community Designs) will no
longer extend to the UK. Whilst it is anticipated that there will
be a system in place to preserve the UK part of existing RCDs,
the details of this are yet to be worked out. Further, the future
treatment of Unregistered Community Designs, which are very
valuable rights in a number of industries, is particularly problematic,
given that a business can only rely on UCD if its design was first
made available in the EU.
Read more
Product information: Take care with how you use it
It is common practice in sectors such as the food industry for
suppliers to provide technical and product information to their
business customers, e.g., so they can satisfy themselves on food
safety issues and compliance with food legislation and regulations.
But, what happens if the customer uses this information to produce
their own, competing, product? In Kerry v Bakkavor, the Court
granted a year-long injunction preventing fresh foods provider
Bakkavor from putting edible infused oils on the market where
it was enabled or assisted by its use of technical and product
information obtained from its supplier, Kerry, which had supplied
this information solely for safety and regulatory purposes.
The case demonstrates that, where a supplier provides information
to its customer for a particular purpose, the customer does not
automatically have the right to use such information howsoever it
wants. A reasonable person, particularly in the food industry, would
have realised that the information was confidential. However, the
Court did not grant a permanent injunction preventing further
misuse, but granted a “springboard” injunction of one year, i.e., the
time it would take someone starting from public domain sources to
reverse engineer or compile Kerry’s confidential information.
Read more

November 2016
Rubik’s Cube shape trade mark set to be held invalid following
ten year battle
Some 40 years after its release, the Rubik’s Cube remains one
of the best-selling toys in the world. However, following a recent
decision from the Court of Justice of the European Union (CJEU), it
will likely soon be unable to rely upon its EU Trade Mark in the 3D
shape of the cube, on the basis that its mark consists exclusively of
the shape of goods which is necessary to obtain a technical result.
The CJEU’s findings (which must now be implemented by the EU
Intellectual Property Office) confirm that it remains extremely
difficult to overcome the hurdles to register shape marks as trade
marks, particularly where the technical result is well-known.
The CJEU’s decision is a reminder of the difficulties in registering
shape marks given the particular objections that might arise. It
reflects a policy decision that technical solutions and functional
characteristics should not attract monopoly rights like trade marks.
In contrast, the CJEU also decided in 2016 that the shape of the
Lego Mini-figure was entitled to trade mark protection – the only
technical feature this shape had was the holes in the feet, which
were not an essential characteristic.
Read more
Sales of ‘grey goods’ may be a criminal offence
Many brand owners face an ongoing problem in dealing with the
distribution and sale of ‘grey goods’: i.e., goods which are not fake
or counterfeit, because they bear the owner’s registered trade
mark. However, their sale is otherwise unauthorised, e.g., because
they were part of a cancelled order or were rejected as being not
manufactured to a sufficient standard.
In R v. C, the Court of Appeal confirmed that the sale of grey goods
can amount to a criminal offence, attracting a sentence of up to 10
years’ imprisonment and recovery of the proceeds of crime. This is
particularly significant for brand owners. The Court stressed that
trade mark infringement can undermine the value of a brand and
affect legitimate trade (whilst the Court did not have to consider
parallel imports, it recognised that the effect of its decision could
be extended to such goods). However, all the ingredients of the
offence must be made out, and a defendant may be able to rely on
a defence of reasonable belief that the use was not a trade mark
infringement.
Read more

No defence of honest concurrent use to keyword infringement
The law on keyword advertising and trade mark infringement
is now well settled: does an advert, displayed in response to
a keyword search, enable normally informed and reasonably
observant internet users, or enable them only with difficulty, to
ascertain whether the goods or services in the advert originate
from the trade mark owner (or from an undertaking economically
connected to it) or from a third party? Whilst keyword advertising
is not inherently objectionable therefore, much will depend on the
keyword and the nature of the advertisement. In Victoria Plumb v
Victorian Plumbing, the Court decided that Victorian Plumbing’s
bidding on ‘Victoria Plumb’ was trade mark infringement, and
similarly, Victoria Plumb’s bidding (on a lesser scale) of ‘Victorian
Plumbing’ amounted to passing off.
A new issue before the Court in this case was the interface
between keyword advertising infringement and the honest
concurrent use defence, in circumstances where the parties had
traded for many years in direct competition under their respective
trading names. The defence did not get off the ground as there
was a fundamental difficulty for Victorian Plumbing – the honest
concurrent use defence only applies to use by a defendant of
its own name or mark, and cannot be used to justify use of the
claimant’s mark. Notwithstanding the highly similar trading names,
the defendant had not actually used the marks in question except
as keywords, thereby implicitly accepting that the trade marks act
as an indicator of origin for exclusively the claimant. Such use could
not be protected by the honest concurrent use defence, which
necessarily failed.
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